
Trade Marks – What are they?
A trade mark can be a word, logo, 3D element of packaging, sound, colour or even smell 
provided that the relevant “sign” indicates the origin of the goods or services.  

Rights on an unregistered basis
In many countries, including the UK, it is possible to acquire rights through use of 
the mark in that country / territory.  In the UK, for instance, it is possible to acquire 
“common law rights in passing off” through such use.  In most cases, it is a pre-requisite 
that the mark has acquired a reputation amongst consumers in that country.  

Unfortunately, these rights vary considerably from country to country.  In addition, it can 
prove a very expensive and risky business to rely upon such rights in subsequent litigation 
because the claimant will need to establish, inter alia, the existence of those rights.  

Filing a Trade Mark Application
For this reason, it is generally recommended that it is better to file a trade 
mark application to obtain protection in most countries.  

What options?
These days, there are a number of options available for obtaining protection.

1. National Applications - it is possible to file national applications, 
including in the UK, in most countries;

2. In the EU, it is also possible to file a Community trade mark or 
CTM application which covers the whole of the EU;

3. There is also an International registration system whereby an applicant who has a base 
application or registration in his home country, can file an “International application” and 
then designate up to 94 countries under the Madrid Protocol System.  This is a cost effective 
registration system, but there are important pitfalls, which we can advise upon if requested.

Searching
When you adopt a trade mark for the first time, we recommend that you consider 
conducting searches.  Trade marks are national in basis and you should therefore 
consider searching in each country where you are proposing to use.

A trade mark may infringe an existing trade mark registration or a mark which is used 
on an unregistered basis.  You should therefore consider searching against: 

1. The registers of the national trade marks office where the mark is proposed to be used;

2. In addition, you should also consider searching the register of Community trade marks;

3. You should also consider searching the International register for those countries of interest 
provided that they are party to the Madrid Protocol or Madrid Agreement Systems.

We are happy to advise as to the right route for searching.  Please contact Mark Hiddleston.
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